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CITABLE UNITED STATES DEPARTMENT OF COMMERCE
AS PRECEDENT OF Patent and Trademark Office
THE T.T.A.B. Trademark Trial and Appeal Board

2900 Crystal Drive
Arlington, Virginia 22202-3513

But | er Mai |l ing date: June 1, 2004
Qpposition No. 91154797
M crosoft Corporation
V.

Val verde | nvestnents, Inc. and
Conectron, Inc.

Bef ore Hanak, Walters and Rogers, Adm nistrative Tradenmark
Judges.

By the Board:

Applicant seeks to register the mark BACKPAGE for “conputer
software used to assist in the design and depl oynent of software
applications on the Internet; conputer software used to pair or
join two or nore existing web pages such that they travel

t hroughout the Internet as one entity.”?!

As grounds for the
opposi tion, opposer alleges that applicant’s mark, when used on
the identified goods, so resenbl es opposer’s previously used and
regi stered mark FRONTPAGE for “conputer authoring software for
use on conputer conmunication networks, nanely, software for
creating, editing and delivering textual and graphic information,

n 2

| ocally and renotely, and instruction manuals sold as a unit as

! Application Serial No. 76156933, filed on Cctober 31, 2000, claimng
a bona fide intent to use the nark in commrerce.

2 Regi stration No. 2046526, issued on March 18, 1997, claimng use and
use in commerce since Cctober 11, 1995. Section 8 affidavit accepted;
Section 15 affidavit acknow edged.
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to be likely to cause confusion, m stake or to deceive. Qpposer
al so alleges that applicant’s mark is nerely descriptive of
applicant’s goods; and that opposer’s mark, which opposer further
al | eges becane fanmous before the filing date of applicant’s
application, will be diluted by the registration sought by
appl i cant.

In its answer, applicant, Valverde Investnents, Inc.
(hereinafter applicant or Valverde), denies the salient
all egations of the notice of opposition.

This case now conmes up on the follow ng notions and matters:

1) applicant’s fully-briefed notion, filed January 26,
2004, to join Conectron, Inc. as party defendant;

2) the parties’ stipulated protective agreenent, filed
February 2, 2004;

3) opposer’s consented notion, filed February 17, 2004, to
extend di scovery and trial dates;

4) opposer’s fully-briefed notion, filed March 15, 2004,
for summary judgnment in its favor on an unpl eaded issue
(that applicant has assigned its intent to use
application in contravention of Section 10 of the
Trademark Act);

5) opposer’s notion, filed March 15, 2004, to suspend
proceedi ngs pendi ng disposition of its summary judgnent
notion; and

6) opposer’s notion, filed March 15, 2004,
cont enporaneously with its notion for summary judgnent,
for leave to anend its notice of opposition to include
an allegation that applicant assigned its intent to use
application in contravention of Section 10 of the
Trademar k Act .

Schedul i ng notions

Qpposer’s consented notion to extend discovery and tri al

dates is granted. See Fed. R Cv. P. 6(b). Opposer’s notion to
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suspend proceedi ngs pendi ng disposition of its sunmary judgnent

notion is also granted. See Trademark Rule 2.127(d).

Applicant’s notion to join Conectron, Inc.

Val verde noves to join Conectron, Inc. (hereinafter
Conectron) as party defendant, arguing that it assigned al
right, title and interest together with the good will in the mark
to Conectron, Inc. A copy of the assignnent docunent acconpanies
Val verde’s notion, indicating an execution date of January 15,
2003, prior to the commencenent of this opposition on January 21,
2003. See Trademark Rule 2.195(a).® In addition, the assignnent
is recorded at Reel 2780, Franme 0790.

I n response, opposer argues that neither applicant’s notion
nor the assignnment has been signed by Conectron or by a person
aut hori zed to act on behalf of Conectron, as required by 37
CFR 3.73(b)(2). Opposer further requests that, prior to
joining Conectron as party defendant, the requirenents of the
rul e be net.

In reply, Valverde submts the declaration of Dr. Fernando

4 SQaid declaration

Val verde, president of Conectron, Inc.
i ncludes a statenent that the person signing (Dr. Valverde) is

aut hori zed to act on behalf of Conectron.

® The Ofice recently anended its rules to separate the provisions for
tradenark matters from patent matters. New Trademark Rul e 2.195
approximtes 37 CF. R 1.8. See “Reorgani zation of Correspondence and
O her General Provisions” in the Federal Register on August 4, 2003 at
68 FR 48286.
* Dr. Valverde signed the assignnment on behalf of assignor in his
capacity as president of Valverde Investnents, Inc.
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| nasnmuch as opposer’s objection to applicant’s notion to
join Conectron has now been renedi ed, applicant’s notion to join
is granted, and Conectron, Inc. is joined as party defendant with
Val verde Investnments, Inc. See also TBMP Section 512 (2" ed.

Rev. 1 March 2004).

Qpposer’s notion for |leave to anend its notice of opposition

Opposer seeks leave to amend its notice of opposition to
i nclude all egations that Val verde assigned its application to
Conectron in contravention of Section 10 of the Trademark Act.
More specifically, opposer seeks to include allegations that
Val verde did not sell or otherw se transfer any portion of its
busi ness associ ated when it assigned the mark to Conectron, as
requi red when the mark is the subject matter of an intent to use
application. Opposer further indicates that it first becane
aware of the facts upon which it bases its notion when it
received Valverde's notion to join, which included a copy of the
assignnent. Qpposer’s notion is acconpani ed by the declaration
of its attorney in support of the notion and by its proposed
anmended notice of opposition.

In response, applicant answered the anended notice of
opposition by denying the salient allegations therein.

The Board liberally grants | eave to anmend pl eadi ngs at any
stage of a proceeding. See Fed. R Cv. P. 15; and TBMP Section

507 (2" ed. Rev. 1 March 2004). NMbreover, in this case,
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appl i cant does not object to the proposed anended notice of
opposition and has submtted its answer thereto.

Accordi ngly, opposer’s notion for leave to file an anended
noti ce of opposition is granted; opposer’s anended notice of
opposition, and applicant’s answer thereto, are noted and

ent er ed.

Qpposer’s notion for summary judgnent

Qpposer seeks sunmary judgnment in its favor solely on its
claimthat Valverde assigned its intent to use application and
mark wi thout conplying with all the requirenents of Section 10 of
the Trademark Act, thus invalidating the application. Sinply
put, it is opposer’s position, relying primarily on the | anguage
of the assignnent docunent, that Valverde assigned its intent to
use application and mark without transferring the business
associated wwth the mark to Conectron. In support of its notion,
opposer submts the declaration of its attorney and acconpanyi ng
exhi bits.

In response, Val verde argues that the assignnent did
transfer the portion of its business associated with the mark to
Conectron, and included the appropriate | anguage effectuating the
transfer. Valverde argues further that Conectron was created for
the sol e purpose of devel oping and narketing the goods associ at ed
w th the BACKPAGE mark; that it was Valverde's intent to transfer
that portion of its ongoing and existing business in association

with the mark to Conectron by way of the assignnent; and that the

5
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assignnment did, in fact, include the appropriate |anguage for
such a transfer.® Valverde' s response is acconpani ed by the
decl aration of Dr. Fernando Val verde, who identifies hinself as a
founder, sharehol der and officer of Conectron and as a
shar ehol der and officer of Valverde, stating, in part, that the
portion of Valverde’ s business to which the BACKPAGE mar k
pertains was transferred to Conectron by the assignnent; and by
the declaration of Rudy Ibarra, who identifies hinself as a
founder, sharehol der and officer of Conectron, stating, in part,
that the portion of Valverde' s business to which the BACKPAGE
mark pertains was transferred to Conectron by the assignnent.
Trademar k Act Section 10 provides, in relevant part, as
fol | ows:
(a)(1) Aregistered mark or a mark for which an application
to register has been filed shall be assignable with the good
will of the business in which the mark is used, or with that
part of the good will of the business connected with the use
of and synbolized by the mark. Notw thstanding the
precedi ng sentence, no application to register a mark under
section 1(b) shall be assignable prior to the filing of an
anmendnent under section 1(c) to bring the application into
conformty wth section 1(a) or the filing of the verified

statenent of use under section 1(d), except for an
assignnment to a successor to the business of the applicant,

> Applicant objects to the declaration of opposer’s attorney arguing
that it is replete with conclusory statenments nmade without the
decl arant’ s personal know edge, referencing paragraph no. 6 as an
exanpl e. The statenent at paragraph no. 6, that the assignnment in
guestion does not transfer any portion of the Val verde’ s business
associated with the nmark to Conectron, appears to have been nade based
on the declarant’s review and interpretation of the assignnent
docunment. Declarations in support of, or in response to, a summary
j udgnent notion may be self-serving in nature. See TBMP Section
528.05(b) (2" ed. Rev. 1 March 2004). The Board is aware of this, and
is mindful to accord all evidence on sumary judgnent the appropriate
probative weight. 1In this case, the Board declines to sustain
applicant’s objection and will allow the declaration of opposer’s
attorney in support of opposer’s notion for summary judgnent.
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or portion thereof, to which the mark pertains, if that
busi ness i s ongoi ng and exi sti ng.

Both parties agree that Section 10, supra, is applicable.

It is opposer’s position that the | anguage of the assignnment does
not include a transfer of that portion of Valverde’ s business

whi ch pertains to the mark. It is Valverde' s position that the

| anguage of the agreenent does, indeed, effectuate such a
transfer. Thus, we will look at the | anguage of the assignnent
docunent, infra.

Qpposer relies on the decision in Corox Co. v. Chem cal
Bank, 40 USPQ2d 1098 (TTAB 1996), wherein the Board, on sumrary
j udgment, found that there were no genuine issues of material
fact, and the assignnment of an intent to use application from USA
Detergents, Inc. to Chemi cal Bank was invalid, though entered
into for purposes of securing |loan finances, because it was an
outright rather than conditional assignnment, and there was no
transfer to Chem cal Bank of USA Detergent’s on-going and
exi sting business pertaining to the mark. The Board observed
that it was plain, by virtue of the Iicense back to the assignor
to use the mark, that Chem cal Bank was not the successor in
interest to USA Detergents since the latter continued to operate
the business in relation to the goods.

Qpposer argues that the rel evant | anguage in the assignnent
at issue in Clorox states, in part, as foll ows:

The Assignor ...hereby assigns and transfers to the Assignee

all of the Assignor’s right, title and interest in and to
all of the Assignor’s Tradenanes (sic) and/or Trademarks ..,
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together with the goodw || of the business connected with

the use of and synbolized by these respective TrademarKks...

Opposer argues that Val verde’s assignnent to Conectron “...
makes the sane fatal flaw’ by failing to transfer the business.
Qpposer relies solely on the fifth, and final, paragraph of the
assi gnnent, which states as foll ows:

NOW THEREFORE, in consideration of the sumof ten dollars

($10.00) for good and val uabl e consideration the receipt and

sufficiency of which is hereby acknow edged, Val verde

I nvestnents, Inc. hereby sells, assigns and transfers to

Conectron, Inc. all right, title, interest and goodw Il in

and to the Mark and pendi ng application therefore, together

with the goodwi || of that portion of Valverde Investnents,

Inc.”s business in connection with which it has a bona fide

intention to use the Mark.

Val verde argues that the | anguage relied upon by opposer is
in accordance with the statute, and transfers that portion of its
busi ness to which the mark pertains to Conectron.

W agree with Valverde. The decision in Corox is
di stingui shabl e because the assi gnnent agreenent between USA
Det ergents and Chem cal Bank included provisions for USA
Detergents to retain the ongoing and existing business and to
continue using the mark on the goods as it had been doing. There
are no such provisions here. |In addition, the paragraph of the
assignment from Val verde to Conectron i medi ately preceding the
one relied upon by opposer here expresses Conectron’s desire to
acquire Valverde’s business in connection with the mark and
pendi ng application. Said paragraph states as follows:

WHEREAS, Conectron, Inc. a Florida Corporation, with its

principal place of business at 1414 NW 107'" Avenue, Suite
201, Mam, Florida 33172, desires to acquire the business

8
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of Val verde I nvestnents, Inc. in connection with which

Val verde | nvestnments, Inc. has a bona fide intent to use the

Mar k and pendi ng Application.

Thus, there are no genuine issues of material fact, and the
assignment from Val verde to Conectron included a transfer of that
portion of Valverde s business which pertains to the nark.

In a notion for summary judgnent, the noving party has the
burden of establishing the absence of any genui ne issue of
material fact and that it is entitled to judgnent as a matter of
law. See Fed. R Civ. P. 56. A genuine dispute with respect to
a material fact exists if sufficient evidence is presented that a
reasonabl e fact finder could decide the question in favor of the
non-noving party. See Opryland USA Inc. v. Great Anmerican Misic
Show, Inc., 970 F.2d 847, 23 USPQ2d 1471 (Fed. G r. 1992). Thus,
all doubts as to whether any particular factual issues are
genuinely in dispute nust be resolved in the |ight nost favorable
to the non-noving party. See (O de Tynme Foods Inc. v. Roundy’s
Inc., 961 F.2d 200, 22 USPQ 1542 (Fed. Cr. 1992). |If the Board
concl udes, upon a notion for summary judgnment, that there is no
genui ne issue of material fact, but that it is the non-noving
party, rather than the noving party, which is entitled to
judgnment as a matter of law, the Board may, in appropriate cases,
enter summary judgnent sua sponte in favor of the nonnoving party
(that is, enter sunmary judgnent in favor of the nonnoving party

even though there is no cross-notion for summary judgnent). See,

for exanple, Sprinklets Water Center Inc. v. MKesson Corp., 25
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UsP2d 1441 (E.D. Mch. 1992); and Visa International Services
Ass’n. v. Life-Code Systens, Inc. 220 USPQ 740 (TTAB 1983).

| nasnmuch as there are no genuine issues of material fact,
and the assignnent from Val verde to Conectron included a transfer
of that portion of Valverde's business which pertains to the
mar k, opposer’s notion for summary judgnent is denied and sunmary
judgnent is entered in applicants’ favor on the issue of the

validity of the assignnment from Val verde to Conectron

Stipul ated protective agreenent

The stipulated protective agreenent filed on February 2,
2004 is noted. The parties are referred, as appropriate, to TBMP
88 412.03 (Signature of Protective Order), 412.04 (Filing
Confidential Materials Wth Board), 412.05 (Handling of
Confidential Materials by Board).

The parties are advised that only confidential or trade
secret information should be filed pursuant to a stipul ated
protective agreenent. Such an agreenent may not be used as a
nmeans of circunmventing paragraphs (d) and (e) of 37 CFR § 2. 27,
whi ch provide, in essence, that the file of a published
application or issued registration, and all proceedings relating

thereto, should otherw se be available for public inspection.

Proceedi ngs resuned

Each party is allowed until thirty days fromthe mailing date

of this order to respond to the outstanding discovery requests, if

10



Qpposition No. 91154797

any, of its adversary.® Discovery and trial dates are reset as
i ndi cat ed bel ow
THE PERI CD FOR DI SCOVERY TO CLOSE: July 1, 2004

30-day testinony period for party
in position of plaintiff to close: Sept enber 29, 2004

30-day testinony period for party
in position of defendant to cl ose: Novenber 28, 2004

15-day rebuttal testinony period
to cl ose: January 12, 2005

In each instance, a copy of the transcript of testinony
together with copies of docunentary exhibits, nust be served on
the adverse party within thirty days after conpletion of the
taking of testinony. Rule 2.125.

Briefs shall be filed in accordance with Rule 2.128(a) and
(b). An oral hearing will be set only upon request filed as

provi ded by Rule 2.129.

® This is sinply a scheduling order and not an order conpelling
di scovery.
11



